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STATEMENT OF RELATED CASES 

Pursuant to Federal Circuit Rule 47.5, appellant states that to the best of 

his knowledge: 

No appeal from the same trial court action was previously before this or 

any other appellate court or agency and there are no cases pending in any court 

or agency that will directly affect or be directly affected by the Federal Circuit's 

decision in this appeal.  

ORAL ARGUMENT REQUESTED 

Pursuant to Federal Rule of Appellate Procedure section 34(a), the 

Appellant Stephen Thaler requests an oral argument on this matter. Appellant 

requests the oral argument because of the novel, complex, and important issues 

relating to patent rights raised in this matter, and Appellant believes given these 

issues the Court will benefit from the opportunity to have the oral argument. 
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I. INTRODUCTION 

This case raises the novel legal issue of whether a patent can be obtained 

for an invention created by an artificial intelligence (AI) in the absence of a 

traditional human inventor (“AI-Generated Invention”). The United States 

Patent and Trademark Office (“USPTO”) and the District Court for the Eastern 

District of Virginia have barred such inventions from being patented. This 

ignores fundamental statutory and constitutional principles and also stymies 

innovation. While other countries are promoting the progress of science, the 

USPTO is belatedly adopting luddism.  

Plaintiff-Appellant Stephen Thaler, Ph.D (“Dr. Thaler”) develops, owns, 

and operates technology that can, and does, generate AI-Generated Inventions. 

One of these AI systems is named DABUS, which stands for Device for the 

Autonomous Bootstrapping of Unified Science. DABUS created two 

substantively patentable inventions that are the subject of this appeal: the 

“Neural Flame” and “Fractal Container” (the subject matter of patent 

application numbers 16/524,350 and 16/524,532, respectively the 

“Applications”). (Appx0679, Appx0021-0098). 

  Because this case involves review under the Administrative Procedure 

Act (“APA”) and review is limited to the administrative record without fact 

finding on behalf of the Court, the factual assertions made by Plaintiff during 

the application process, which have never been disputed by the Defendants, are 

taken as true for the Court’s review. See Genetics & IVF Inst., 801 F. Supp. 2d 

497, 502 (E.D. Va. 2011). It is thus undisputed that DABUS generated the 

otherwise patentable inventions at issue and that DABUS identified the novelty 
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and salience of these inventions before they were seen by a natural person. Also, 

that no natural person qualifies as an inventor for the Applications and, as a 

result, that Plaintiff was and is unable to identify a natural person who qualifies 

as an inventor. 

Thus, as a factual matter, DABUS invented the present inventions—there 

has been no claim by the USPTO to the contrary. (Appx0688.) The USPTO has 

instead posited as a legal matter DABUS cannot be listed as an inventor. The 

effect of which is that two otherwise patentable inventions cannot receive 

patent protection. For this reason, Dr. Thaler seeks this Court’s intervention.  

II. STATEMENT OF JURISDICTION

The District Court for the Eastern District of Virginia had subject matter

jurisdiction over this action under 5 U.S.C. §§ 701-06, 28 U.S.C. §§ 1331, 1338 

(a), 1361, and 2201-2202. 

The District Court for the Eastern District of Virginia granted the 

USPTO’s Motion for Summary Judgment on September 2, 2021. (Appx0001-

0020). Stephen Thaler timely filed a Notice of Appeal to this Court on 

September 10, 2021.  

This Court has appellate jurisdiction under 28 U.S. Code § 1291, § 

1295(a)(1). 

III. STATEMENT OF THE ISSUES PRESENTED FOR REVIEW

The issue presented in this case is whether an AI-Generated Invention is

patentable. The USPTO claims that it is not, filing a summary judgment motion 

to that effect, which was granted by the District Court for the Eastern District of 
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Virginia. Appellant challenges this Denial and the Summary Judgment on 

statutory and constitutional grounds.  

IV. STATEMENT OF THE CASE 

A. Procedural Background 

Plaintiff-Appellant appeals from: (1) the Judgment entered on September 

2, 2021 (Appx0001) and (2) the Memorandum Opinion dated September 2, 

2021 (Appx0002-20) denying Dr. Thaler’s motion for summary judgment and 

granting the USPTO’s motion for summary judgment. Id.  

Dr. Thaler filed two patent applications with the United States Patent and 

Trademark Office (“USPTO”), assigned U.S. Application Serial Nos. 

16/524,350 (the “350 application”) and 16/524,532 (the “532 application”) 

(collectively, “the Applications”). (Appx0021-0099). Dr. Thaler filed the 

Applications with the USPTO on July 29, 2019.  

 After its initial review of the Applications, the USPTO issued Dr. Thaler 

a “Notice to File Missing Parts of Non-Provisional Application.” (Appx0235-

236, Appx0518-519). On August 19, 2019, Dr. Thaler filed a petition with the 

USPTO Director pursuant to 37 C.F.R. § 1.181 in which the USPTO was asked 

to vacate its Notice to File Missing Parts of Non-Provisional Application. 

(Appx0249-254, Appx0532-537.) On December 17, 2019, the USPTO issued a 

written decision dismissing Dr. Thaler’s petition. (Appx0269-271, Appx0548-

550.) On January 20, 2020, Dr. Thaler sought reconsideration of the USPTO’s 

decision by filing a “Petition to the Director Under 37 C.F.R. § 1.181 – Request 

for Reconsideration.” (Appx0273-284, Appx0552-563.) On April 22, 2020, the 

USPTO denied Dr. Thaler’s request for reconsideration in a final written 
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decision, which Dr. Thaler challenged in its motion for summary judgment. 

(Appx0343-351, Appx0594-602.)  

Dr. Thaler filed a civil action seeking review of the USPTO’s decision. 

(Appx0105-129.) He argued that the denial of the Applications by Defendants 

Andrew Hirshfeld and the USPTO (collectively, “Defendants” or “USPTO”) 

was “arbitrary, capricious, an abuse of discretion and not in accordance with the 

law; unsupported by substantial evidence, and in excess of the USPTO’s 

statutory authority.” (Appx0120.) Dr. Thaler sought an order compelling 

USPTO to reinstate the Applications and vacate the prior decision on Dr. 

Thaler’s petitions filed under 37 C.F.R. § 1.181. (Appx0120-121.) Dr. Thaler 

also sought a declaration that a patent application for an AI-generated invention 

should not be rejected on the basis that no natural person is identified as an 

inventor; a declaration that a patent application for an AI-generated invention 

should list an AI where the AI has met inventorship criteria; and an award of the 

costs and reasonable attorneys’ fees Dr. Thaler incurred during the litigation. Id. 

The District Court for the Eastern District of Virginia granted USPTO’s 

Motion for Summary Judgment and denied Dr. Thaler’s Motion for Summary 

Judgment. (Appx0001- 2.) Dr. Thaler asks this Court for reconsideration.  

B. Statement of the Facts

Appellant-Plaintiff Dr. Stephen Thaler develops, owns, and applies AI 

systems capable of generating patentable output under circumstances in which 

no natural person qualifies as an inventor (“AI-Generated Inventions”). 

(Appx0680, Appx0107.) Dr. Thaler’s AI, DABUS, produced the two inventions 

at issue here: the Neural Flame, a light beacon capable of flashing in a new and 
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inventive manner to attract attention, and the Fractal Container, a beverage 

container designed based on fractal geometry. (Appx0680-681, Appx0199, 

Appx0484) Dr. Thaler applied for patents for the Neural Flame and Fractal 

Container on July 29, 2019. The patent application numbers for each application 

respectively are 16/524.350 and 16/524.350 (“The Applications”). (Appx0198, 

Appx0483).  

Dr. Thaler listed “DABUS” and “Invention generated by artificial 

intelligence” in the fields for the inventor names. (Appx0028, Appx0069.) As 

DABUS lacked the legal ability to swear to the inventor’s oath or make a 

declaration as required by 35 U.S.C. § 115(d), so instead Dr. Thaler filed a 

substitute statement under 37 CFR 1.64. (Appx0164-165, Appx0449-450.)  

The statement explained that the “inventor,” DABUS, was “under legal 

incapacity in view of the fact that the sole inventor is a Creativity Machine (i.e., 

artificial intelligence), with no legal personality or capability to execute this 

substitute statement.” (Appx0711, Appx164-165, Appx0449-450.) In an 

abundance of caution, Dr. Thaler also submitted a statement under 37 CFR 

3.73(c) identifying himself as the assignee of the entire right, title, and interest 

in the Applications. Dr. Thaler included an assignment document executed by 

himself on behalf of DABUS assigning all rights to himself. (Appx0209-210, 

Appx0498-499.)  

Applying the same caution given his foray into uncharted legal territory, 

Dr. Thaler filed an additional “Statement of Inventorship” elucidating that the 

Applications were based on AI-Generated Inventions. The statement explained 
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that DABUS conceived of the inventions, so it should be listed as the inventor. 

(Appx0198-203, Appx0483-488.) 

Dr. Thaler explained in the Statement of Inventorship filed with the 

Applications: “In some instance of machine invention, a natural person might 

qualify as an inventor by virtue of having exhibited inventive skill in developing 

a program to solve a particular problem, by skillfully selecting data to provide 

to a machine, or by identifying the output of a machine as inventive. However, 

in the present case, the DABUS was not created to solve any particular problem, 

nor was trained on any special data relevant to the instant invention. The 

machine rather than a person identified the novelty and salience of the instant 

invention. A detailed description of how DABUS and a Creativity Machine 

functions is available in, among others, the following US patent publications: 

5,659,666; 7,454,388 B2; and 2015/0379394 A1.” (Appx0099, Appx0484.) 

Dr. Thaler further explained why he could not list himself as the inventor: 

“Stephen Thaler, the creator of DABUS, is prohibited from listing himself as an 

inventor for the instant application because he has not contributed to the 

conception of the instant invention. DABUS performed what is traditionally 

considered the mental part of the inventive act. Based on DABUS’s results, a 

skilled person could have reduced the invention to practice. Inaccurately listing 

himself as an inventor could subject Dr. Thaler to criminal sanctions. 18 U.S.C. 

1001. The Office presumes that the named inventor in an application is the 

actual inventor. See MPEP §2137.01.” (Appx0202, Appx0487.) Dr. Thaler 

additionally stated, “It has been argued that a natural person may claim 

inventorship of an autonomous machine invention even in situations in which 
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that person was not involved in the development or operation of a machine by 

virtue of recognizing the relevance of a machine’s output. This approach is 

questionable in cases in which the natural person has not made an inventive 

contribution to the disclosed invention in the accepted meaning of the term. In 

some cases, recognition of the inventive nature of a computer’s output may 

require significant skill, but in others, the nature of inventive output may be 

obvious. In the present case, DABUS identified the novelty of its own idea 

before a natural person did.” Id. Dr. Thaler’s assertions regarding the nature of 

the invention were accepted and never contested by USPTO. (Appx0683; 

Manual of Patent Examining Procedure § 2109.) 

Dr. Thaler filed a request for accelerated examination for both 

Applications which required the Applicant to submit a pre-examination search 

and an accelerated examination support document. In the request he disclosed to 

the USPTO that foreign analogs of the Applications had been filed in the United 

Kingdom Intellectual Property Office (UKIPO) and European Patent Office 

(EPO), and that both offices had examined the Applications on their merits and 

found them to be patentable to the extent possible in a preliminary examination. 

(Appx0194-197, Appx0489-492.)  

Both Applications followed similar procedural pathways at the USPTO. 

(Appx0684). On August 8, 2019, the USPTO issued a “Notice to File Missing 

Parts of Nonprovisional Application” for each application. The notices indicated 

that the application data sheets filed with the Applications did not identify each 

inventor by a legal name. (Appx0235-236, Appx0518-519.) A few weeks later, 

under 37 CFR 1.181, Dr. Thaler petitioned for supervisory review and to vacate 
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the notices for being unwarranted and/or void. (Appx0249-254, Appx0532-

537). In December, a second “Notice to File Missing Parts of Nonprovisional 

Application” was issued for each application. Dr. Thaler’s petitions in response 

to the initial notices were dismissed in a decision issued on December 17, 2019. 

(Appx0259-260, Appx0538-540.) Dr. Thaler petitioned the USPTO under 37 

CFR 1.181 on January 20, 2020. Dr. Thaler requested reconsideration of the 

December 17 decisions refusing to vacate the August 8, 2019 notices. 

(Appx0273-284, Appx0552-564.) Approximately four months later, the USPTO 

denied the petitions for both Applications. (Appx0343-352, Appx0594-603.)  

The USPTO took the position that all patent applications require an 

inventor who must be a natural person. Id. The USPTO cited to 35 U.S.C. § 101 

which states: “Whoever invents or discovers any new and useful process, 

machine, manufacture, or composition of matter… may obtain a patent 

therefore, subject to the conditions and requirements of this title.” (Appx0347, 

Appx0598.) The USPTO also cited to various cases holding that corporations 

and sovereigns cannot be inventors. Those decisions constituted final agency 

action. Dr. Thaler exhausted all available remedies at the USPTO. (Appx0370, 

Appx0621.) 

Dr. Thaler filed a civil action seeking review of the USPTO’s decision in 

the District Court for the Eastern District of Virginia. (Appx0125-129.) The 

district court granted USPTO’s Motion for Summary Judgment and denied Dr. 

Thaler’s Motion for Summary Judgment, finding that an artificial intelligence 

machine cannot be an “inventor” under the Patent Act. (Appx0001- 20.) Dr. 

Thaler asks this Court for reconsideration.  
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V. SUMMARY OF ARGUMENT 

The Patent Act (the “Act”) allows for patents on AI-Generated 

Inventions. If a patent requires an inventor, in the absence of a human inventor, 

AI inventorship is consistent with the plain language of the Act. Terms like 

“individual,” “person,” and pronouns referring to such entities have consistently 

been understood to include more than just natural persons. In fact, the use of the 

term “person,” and not “natural person,” itself, shows a deliberate choice to not 

exclude a broader category. Likewise, conception can be at least functionally 

accomplished by AI, and any stricter reading would read the long discarded 

“flash of genius” requirement into the Act.  

The intent behind the Act, as well as the Constitution, further supports 

patentability of AI-Generated Inventions. The Constitution’s “Patent Clause” 

provides an explicit rationale and limitation to the patent system that would be 

frustrated under the USPTO’s proposed interpretation. U.S. Const. Art. I, § 8, 

cl. 8. The Supreme Court, and this Circuit, has held in the past that the Patent 

Clause not only empowers Congress to pass laws related to Patents, it also 

restricts Congress from taking an action that would interfere with “promot[ing] 

the Progress of Science and useful Arts. . . .” Courts have overturned laws that 

would impede such Progress.  

The canon of constitutional avoidance guides courts to not implicate 

constitutional issues by a reading of an ambiguous statute. To the extent 

inventorship requirements are ambiguous in the Patent Act, then the Court 
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should make the interpretation that supports progress to avoid the question of 

whether Congress overstepped their bounds.  

The USPTO does not accept than an AI can be an “inventor.” 

(Appx000651) This holding is simply inconsistent with the Patent Act’s plain 

language, Congressional intent, and the Constitution. (Appx0755.) The District 

Court improperly endorsed an interpretation of the Patent Act that, for the first 

time, excludes an entire category of innovation from patent law protection. 

(Appx0755.) The result of which will be to discourage innovation, limit 

disclosure of trade secrets, and restrict commercialization of new products.  

Thus, this Court should reverse the District Court’s errant interpretations 

and should accordingly vacate the summary judgment award and instead grant 

summary judgment in favor of Dr. Thaler and allow him to receive his patents.  

VI. ARGUMENT - THE PATENT ACT DOES NOT REQUIRE THAT

AN “INVENTOR” BE A HUMAN BEING

USPTO has taken an overly restrictive view of inventorship that defies

the plain language and intent of the Patent Act and the Constitution. The Act 

does not specifically address AI-Generated Innovations, so the USPTO’s claim 

that the language of the statute is geared toward human inventors is simply 

inertia based on reading situations that never involved AI. Taking a holistic 

view of the Patent Act and analyzing the plain language of the statute by 

looking at the key terms, together with the intent of the Patent Act itself as well 

as the constitutional mandate to further “Progress,” it is clear that the Act does 

allow protection of AI-Generated Innovations.  
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A. Standard of Review 

1. The Court of Appeals Reviews the District Court’s Decision 

De Novo 

This Court reviews a grant of summary judgment by a district court de 

novo applying the same standard as the district court. See e.g., Star Fruits 

S.N.C. v. United States, 393 F.3d 1277, 1281 (Fed. Cir. 2005)1; Pellegrini v. 

Analog Devices, Inc., 375 F.3d 1113, 1115 (Fed. Cir. 2004) (a district court’s 

grant of summary judgment is reviewed de novo, reapplying the summary 

judgment standard); Cortland Line Co., Inc., 203 F.3d 1351, 1355-56 (Fed. Cir. 

2000). Here, Dr. Thaler challenged the USPTO decision pursuant to the APA, 

for which the ordinary summary judgment standard under Rule 56 of the 

Federal Rules of Civil Procedure applies. See Star Fruits, 393 F.3d at 1281.  

The APA grants anyone “suffering a legal wrong because of agency 

action” the right of judicial review (5 U.S.C. § 702), with the reviewing court 

applying the legal standard enunciated in Section 706 of the APA:  
[T]he reviewing court shall decide all relevant questions 
of law, interpret constitutional and statutory provisions, 
and determine the meaning or applicability of the terms 
of an agency action. The reviewing court shall—  
(2) hold unlawful and set aside agency action, findings, 
and conclusions founds to be – 
(A)  arbitrary, capricious, an abuse of discretion, or 
otherwise not in accordance with law  
(B)  contrary to constitutional right, power, privilege 
or immunity;  

 
 
 

 
1 All internal alterations, quotation marks, footnotes and citations herein are 
omitted, and all emphasis is added unless otherwise noted. 
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(C)  in excess of statutory jurisdiction, authority, or 
limitations, or short of statutory right; 
(D)  without observance of procedure required by law:  
In making the foregoing determinations, the court shall 
review the whole record or those parts of it cited by a 
party…. 

5 U.S.C. § 706(2)(A)-(D).  

In other words, a reviewing court has the duty to make an independent 

assessment as to whether an agency’s regulations are in excess of statutory 

jurisdiction or otherwise contrary to law.  

Given that the Court of Appeals applies the same standard as the District 

Court, “the ordinary standard for summary judgment applies.” Genetics & IVF 

Inst. v. Kappos, 801 F. Supp. 2d 497, 502 (E.D. Va. 2011). The APA further 

“confines judicial review of executive branch decisions to the administrative 

record of proceedings before the pertinent agency.” Id. (citations omitted). “As 

such, there can be no genuine issue of material fact in an APA action, and the 

legal questions presented in [an APA] action are therefore ripe for resolution on 

cross-motions for summary judgment.” Id. (citing Am. Forest Res. Council v. 

Hall, 533 F. Supp. 2d 84, 89 (D.D.C. 2008) (quoting Occidental Eng’g Co. v. 

INS, 753 F.2d 766, 769–70 (9th Cir. 1985)). As the District of Columbia Circuit 

has stated, ‘when a party seeks review of agency action under the APA, the 

district judge sits as an appellate tribunal,’ and ‘[t]he ‘entire case’ on review is a 

question of law.”2 Genetics & IVF Inst., 801 F. Supp. 2d 497 at 502 (citing Am. 

Bioscience, Inc. v. Thompson, 269 F.3d 1077, 1083 (D.C. Cir. 2001).) 

 
2 It bears repeating therefore, that the issue of whether DABUS invented the 
Applications is assumed true. For purposes of this appeal, and the overall appeal 
of the USPTO determination, DABUS was capable of and did invent the 
Applications.  
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2. The Court of Appeals Does Not Give Any Deference to the 

USPTO’s Decision 

In challenges to an agency decision, as in this case, courts apply either 

Chevron deference, Skidmore deference, or no deference to the agency. See 

PhotoCure ASA v. Kappos, 603 F.3d 1372, 1376 (Fed. Cir. 2010). Deference 

under Chevron is due only to statutory interpretations made by agencies 

pursuant to a legislative delegation of rulemaking or similar authority. See 

Chevron, U.S.A., Inc. v. Natural Resources Defense Council, Inc., 467 U.S. 837 

(1984). Skidmore deference is applied by the courts when an agency shows 

deliberation and serious consideration, which is respect proportional to its 

“power to persuade,” Skidmore v. Swift & Co., 323 U.S. 134, 140.  

a.  The USPTO Is Not Entitled to Chevron Deference 

This Circuit, and the Supreme Court, have already determined that the 

USPTO is not entitled to Chevron deference. Merck & Co. v. Kessler, 80 F.3d 

1543, 1549-50 (Fed. Cir. 1996) (“Merck”) (holding that “the broadest of the 

PTO’s rulemaking powers ... does not grant the Commissioner the authority to 

issue substantive rules” and that “[t]hus, the rule of controlling deference set 

forth in Chevron does not apply” at 1550); see, e.g., Ass’n for Molecular 

Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107, 2118 (2013) (disagreeing 

with an argument “that the [US]PTO’s past practice of awarding gene patents is 

entitled to deference”); Ass’n for Molecular Pathology v. U.S.PTO, 689 F.3d 

1303, 1357 (Fed. Cir. 2012) (Bryson, J., concurring in part dissenting in part) 

(“[T]he PTO lacks substantive rulemaking authority as to issues such as 
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patentability.”). Thus, “for a [US]PTO interpretation to prevail, Article III 

courts must be convinced that the interpretation is not only reasonable but 

should, in fact, be understood to be correct.” John M. Golden, Working Without 

Chevron: The PTO as Prime Mover, 65 DUKE L.J. 1657, 1673 (2016). 

b. The USPTO Is Not Entitled to Skidmore Deference  

The USPTO did not consider alternative interpretations, or statutory 

constructions, or the constitutional imperative in rejecting the Applications, 

failed to provide any evidence that Congress intended to exclude AI-Generated 

Inventions from patentability, and did not engage with the effects of their 

interpretation. (See Appx0343-352, Appx0594-603.) Therefore, USPTO is not 

entitled to Skidmore deference, Skidmore v. Swift & Co., 323 U.S. 134 (1944), 

which looks to “the thoroughness of [the agency’s] consideration and the 

validity of its reasoning, i.e., its basic power to persuade if lacking power to 

control.” Merck, 80 F.3d at 1550.  

The same reasoning that applied in PhotoCure applies in the case at bar to 

find that the USPTO is not entitled to Skidmore deference. PhotoCure ASA v. 

Kappos, 603 F.3d 1372, 1376 (Fed. Cir. 2010). In PhotoCure, the USPTO 

interpreted the term “active ingredient” to find that even though MAL 

hydrochloride was a new chemical compound, it was the “same product” as 

ALA hydrochloride because “ALA is simply formatted differently in the two 

different drugs,” and it denied a requested term extension on this basis Id.at 

1375. The district court disagreed with the USPTO’s statutory interpretation, 

finding that the USPTO decision conflicted with and ignored the principle 

elucidated in a prior Federal Circuit case regarding a “separately patented 
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product requiring full regulatory approval.” See id. at 1376 (citing Pfizer Inc. v. 

Dr. Reddy's Laboratories, Ltd., 359 F.3d 1361 (Fed.Cir.2004)). The Court then 

held that the USPTO was not entitled to Skidmore deference, since such 

interpretation contravened plain meaning of statute, had no case support, and 

found no legitimate support in legislative history, such that it was “neither 

persuasive nor consistent.” Id. The key for the Court, therefore, in reviewing the 

analysis as to Skidmore deference, is that it only applies to an agency decision 

that is consistent and persuasive, which can be disproved through inconsistency 

with case law, statutory language, or legislative history. See id. 

As is fully explained in the Section VI, the “Argument,” infra, the 

decision by the USPTO flies in the face of precedents, the purpose of the Patent 

Act, and its legislative history, so “Skidmore deference is not warranted because 

the [US]PTO’s interpretation is neither persuasive nor consistent.” Id. 

Accordingly, the USPTO’s interpretation of the legal issues in this case is also 

entitled to no deference.  

In any event, “[e]ven if some level of deference were owed to the 

[US]PTO’s interpretation, neither Chevron nor Skidmore permits a court to 

defer to an incorrect agency interpretation.” PhotoCure ASA v. Kappos, 603 F. 

3d at 1376. Here, the USPTO’s reasoning is not only unpersuasive—it is 

manifestly incorrect. It also implicates questions of constitutionality that can 

simply be avoided.  
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B. The Statute’s Plain Language Supports AI-Generated 

Innovations 

1. “Individual” and “Persons” Are Broad Terms Not Limited to 

Natural Persons, and In Their Plain Meaning Can Include 

Artificial Intelligence 

In making its decision, the USPTO interpreted the law based on an 

outdated dichotomy where an individual exists only in contrast to collective 

groups of people or legal fictions like corporations. (See Appx0343-352, 

Appx0594-603.) In the Denials, the USPTO relied on the language in 35 U.S.C. 

§§ 100, 101, 102, 115, 116(c), 185, and 256(a that use the terms “person,” 

“individual,” “whoever,” “himself,” and “herself” to argue that the words either 

“suggest[] a natural person” or “uses pronouns specific to natural persons.” 

(Appx0346-350, Appx0597-601.) USPTO also cited to U. of Utah v. Max-

Planck-Gesellschaft Zur Forderung Der Wissenschaften E.V. (“Wissenschaften 

E.V.”), 734 F.3d 1315, 1318 (Fed. Cir. 2013) and Beech Aircraft Corp. v. EDO 

Corp., 990 F.2d 1237, 1244 (Fed. Cir. 1993). Id. 

While corporations and state sovereigns may not qualify as inventors 

under existing case law, the broader conception of a “person” and an 

“individual” can include entities like AI. The courts’ decisions barring 

corporations and state sovereigns from patent registration does not apply to an 

AI, which is fundamentally different. Corporations are literally made up of 

persons and can only act through their agents, while an AI automates activity 

that would otherwise require human cognition. See Commodity Futures Trading 
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Com’n v. Weintraub, 471 U.S. 343, 348 (1985) [“… a corporation must act 

through agents.”]. (Appx0695-696.)  

Thus, unlike with an AI, when a company files a patent application, it 

will always be the case that there is at least one natural person who qualifies as 

an inventor (at least, assuming it is not an application for an AI-Generated 

Invention.). Therefore, any discussion of inventors as “natural persons” in 

contrast to corporations, should not be read more broadly than the scope of the 

question presented to the courts. The Supreme Court examined how the term 

individual is analyzed to “distinguish between a natural person and a 

corporation,” but it never examined whether “individual” was used to 

distinguish between a natural person and an AI. See Mohamad v. Palestinian 

Auth., 566 U.S. 449, 455 (2012).  

While the word ‘individual” can indeed refer solely to a natural person, as 

the Mohamad Court itself noted, “[t]his is not to say that the word ‘individual’ 

invariably means ‘natural person’ when used in a statute.” Mohamad v. 

Palestinian Auth., 566 U.S. at 455. Justice Breyer, in concurrence, even went so 

far as to state, “[t]he word ‘individual’ is open to multiple interpretations, 

permitting it, linguistically speaking, to include natural persons, corporations, 

and other entities.” Id. at 462 (Breyer, J., concurring). Requiring “person,” 

“individual,” and other such words to always exclusively related to natural 

persons divorces them from the proper context necessary to interpret these 

terms.  

No case states a general principle that language like “individual” or 

“person,” and subject pronouns must mean a human being, because similarly 



19 
 

anthropomorphized language can refer to entities that are not natural persons, 

and such language has been interpreted to include other entities. See, e.g., 

Burwell v. Hobby Lobby Stores, Inc., 573 U.S. 682 (2014) (holding that the 

Religious Freedom Restoration Act, which prohibits Government from 

substantially burdening a “person’s” exercise of religion, applied to certain 

corporations); see also FCC v. AT & T Inc., 562 U.S. 397, 404 (2011) (“We 

have no doubt that ‘person,’ in a legal setting, often refers to artificial entities. 

The Dictionary Act makes that clear.”); 1 U.S.C. § 1 (defining the words 

“person” and “whoever” to include “corporations, companies, associations, 

firms, partnerships, societies, and joint stock companies, as well as 

individuals.”).  

The USPTO is being inconsistent on its face with its interpretation of this 

language, because the Patent Act itself, at 35 U.S.C. § 271(a), uses the term 

“whoever” to include entities other than natural persons. Infringing activity is 

not limited to natural persons. 35 U.S.C. § 271(a) (“Except as otherwise 

provided in this title whoever without authority makes, uses, offers to sell, or 

sells any patented invention, within the United States or imports into the United 

States any patented invention during the term of the patent therefor, infringes 

the patent.”).  According to USPTO, “whoever” means either a natural person or 

not a natural person, as its discretion. This is exactly the sort of inconsistency 

with the plain language of the statute that damages the USPTO’s credibility and 

precludes any deference. See PhotoCure ASA v. Kappos, 603 F. 3d at 1376.  

Drawing an analogy from the copyright context, just as the terms 

“Writings” and “Authors” have been construed flexibly in interpreting the 
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Patent and Copyright Clause, so too should the term “Inventors” be afforded the 

flexibility needed to effectuate constitutional purposes. Indeed, under the work-

for-hire doctrine, a corporation can be considered a legal author for copyright 

purposes. 17 U.S.C. § 101.  

Setting aside plain language, USPTO has provided no evidence, case law, 

statutory law, or any other authority that would indicate that Congress intended 

to prohibit patents on AI-Generated Inventions. Simply because the issue has 

not been presented before should not form the basis to support a blanket 

prohibition on patent rights for new technological discoveries. See Karl F. 

Milde, Jr., Can a Computer Be an “Author” or an “Inventor”?, 51 J. PAT. 

OFF. SOC’Y 378, 379 (1969) (“The closest that the Patent Statute comes to 

requiring that a patentee be an actual person is in the use, in Section 101, of the 

term ‘whoever.’ Here too, it is clear from the absence of any further qualifying 

statements that the Congress, in considering the statute in 1952, simply 

overlooked the possibility that a machine could ever become an inventor.”). 

(Appx0696.) 

2. There Is No “Conception” Requirement That Prohibits 

Patents On AI-Generated Inventions 

 Conception has been defined as “the complete performance of the mental 

part of the inventive act” and it is “the formation in the mind of the inventor of a 

definite and permanent idea of the complete and operative invention as it is 

thereafter to be applied in practice….” Townsend v. Smith, 36 F.2d 292, 295 

(CCPA 1929). (Appx0697.) 
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It is an uncontested fact that DABUS’s output formed a definite and 

permanent idea of a complete and operative invention as it is thereafter to be 

applied in practice.3 Because the Applications are otherwise patentable and 

meet both enablement and written description requirements, the Applications 

sufficiently enable a person having ordinary skill in the art to make and use the 

inventions, so the Applications by necessity contain a definite and permanent 

idea of a complete and operative invention as it is thereafter to be applied in 

practice. Hyatt v. Boone, 146 F.3d 1348, 1352 (Fed. Cir. 1998) (“The filing of a 

patent application serves as conception and constructive reduction to practice of 

the subject matter described in the application.”). Because of this, “[an] inventor 

need not provide evidence of either conception or actual reduction to practice 

when relying on the content of the patent application.” MPEP § 2138.05. In 

addition, “reduction to practice can be done by another on behalf of the 

inventor.” Id. (Appx0697.) 

The importance of conception (in the patent context) was primarily for 

establishing a priority date for purposes of interference proceedings, or 

antedating a prior art reference, under the first-to-invent system that existed 

prior to the Leahy-Smith America Invents Act (Public Law 112–29). Hyatt, 146 

F.3d at 1351 (“The interference proceeding implements the principle of United 

States law that the right to a patent derives from priority of invention, not 

 
3 As no natural person qualified as an inventor, DABUS is the only possible 
candidate to have conceived of the inventions. In the alternative, the USPTO 
could have allowed, or could now allow the applications to proceed without 
listing any inventor—however, listing an AI inventor is more consistent with 
the language and purpose of the Patent Act.  
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priority of patent application filing … Thus, during an interference proceeding 

evidence may be presented of conception, reduction to practice, and diligence, 

as appropriate to the positions of the parties…”). Therefore, conception was 

relevant to establishing priority of inventorship and thus ownership of a patent 

application—not as a basis for denying protection.   

No case clearly defines what “formation in the mind” actually requires or 

means, much less in the context of an AI-Generated Invention. If conception is 

required for an invention, it is unclear under existing law whether an AI would 

have to engage in a process that results in inventive output—which it can do—

or whether, and to what extent, it would need to mimic human thought. If the 

latter, it is unclear what the purpose of such a requirement would be except to 

exclude nonhumans (for which a convoluted test is unnecessary).  

More importantly, should conception block inventorship, it would be an 

unwelcome resurrection of the Flash of Genius doctrine that Congress abolished 

in 1952. This doctrine required that to own a patent, the invention “however 

useful it may be, must reveal the flash of creative genius, not merely the skill of 

the calling.” Cuno Eng’g Corp. v. Automatic Devices Corp., 314 U.S. 84, 91 

(1941). The Court required an inventor design an invention in a “flash of 

genius” rather than as a result of “long toil and experimentation.” Graham v. 

John Deere Co. of Kansas. City, 383 U.S. 1, 15 (1966). (Appx0699.) 

Congress intentionally rejected this requirement when it drafted the 

current version of the Patent Act, stating explicitly that “[p]atentability shall not 

be negated by the manner in which the invention was made.” 35 U.S.C. § 103; 

see also Graham 383 U.S. at 17, n. 8 (“The second sentence states that 
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patentability as to this requirement is not to be negatived by the manner in 

which the invention was made, that is, it is immaterial whether it resulted from 

long toil and experimentation or from a flash of genius.”). The current law is 

that it does not matter how an invention was made, and courts have gone so far 

as to hold that “[t]he process by which an invention is created is irrelevant to the 

analysis of its patentability.” Dey, L.P. v. Teva Parenteral Medicines, Inc., 6 F. 

Supp. 3d 651, 677 (N.D.W. Va. 2014).  

Both the literal language and the purpose of 35 U.S.C. § 103 hold that 

patentability of AI Generated Inventions should be based on the inventiveness 

of an AI’s output not thought exercises geared toward the legally irrelevant 

question of how an invention was made. The Court should seek “to give effect 

to the intent of Congress.” United States v. Am.Trucking Ass’ns, Inc., 310 U.S. 

534, 542 (1940). Here, the intent of Congress was to create a system that would 

encourage innovation, as well as to promote disclosure of information and 

commercialization of new technologies. The Patent Act explicitly requires this 

regardless of how that innovation is generated. 

C. Granting the Patents to Dr. Thaler for His AI-Generated 

Inventions Is Consistent with Congressional Intent  

“[T]he fundamental purposes of the patent law [are] to encourage 

inventions, their disclosure, and their commercialization…” Application of 

Sarkar, 588 F.2d 1330, 1332 (CCPA 1978). The Courts have previously made 

broad interpretations of the statute, in line with the “broad language” used by 

Congress to ensure these aims. See id.  
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 “The primary purpose of our patent system is not reward of the 

individual but the advancement of the arts and sciences. Its inducement is 

directed to disclosure of advances in knowledge which will be beneficial to 

society; it is not a certificate of merit, but an incentive to disclosure.” Sinclair & 

Carroll Co. v. Interchemical Corp., 325 U.S. 327, 330–331 (1945). An AI does 

not care for merit, but the disclosure of its inventions certainly furthers progress, 

so it stands to reason that AI output should be patentable because the “public 

purpose of the patent grant as an incentive to invention, investment, and 

disclosure, is achieved solely by the statutory right to exclude.” See Abbott 

Laboratories v. Brennan, 952 F.2d 1346, 1355 (Fed. Cir. 1991).  

Patents also benefit the public, by design, through the disclosure of 

information that otherwise qualifies for trade secret protection. AK Steel Corp. 

v. Sollac, 344 F.3d 1234, 1244 (Fed. Cir. 2003) (“[A]s part of the quid pro quo 

of the patent bargain, the applicant's specification must enable one of ordinary 

skill in the art to practice the full scope of the claimed invention.”). It would run 

contrary to the purpose of the patent system to only allow an AI’s owner to own 

AI output as a trade secret but not to encourage the information’s disclosure in 

return for patent protection. 

Finally, the patent system encourages commercialization. As explained 

Judge Newman in this Court, “[T]he premise of the patent system is that an 

inventor, having taught the world something it didn't know, is encouraged to 

make the product available for public and commercial benefit, by governmental 

grant of the right to exclude others from practice of that which the inventor has 
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disclosed.” In re Wands, 858 F.2d 731, 741 (Fed. Cir. 1988) (Newman, J, 

concurring). 

Under section 101 of the Patent Act, “any new and useful process, 

machine, manufacture, or composition of matter” is patentable. Yet, under the 

USPTO’s analysis, new and useful processes are excluded from protection 

depending on how AI is used in research and development. This frustrates 

Congressional intent, and thus leads to an illogical result viewing the statute as a 

whole. See e.g., King v. Burwell, 576 U.S. 473, 498 (2015) (explaining that the 

plain language of the statute must be considered in the context of the statute as a 

whole and taking into account that a narrow literal interpretation would result in 

outcomes inconsistent with Congressional intent, holding that “Congress passed 

the Affordable Care Act to improve health insurance markets, not to destroy 

them. If at all possible, we must interpret the Act in a way that is consistent with 

the former and avoids the latter.”).  

Interpreting statutory language to advance the statute’s purpose is 

particularly warranted in instances where, as in the present case, there is no 

evidence that Congress anticipated and legislated for the specific circumstances 

at issue. See, e.g., Yates v. United States, 574 U.S. 528, 532 (2015) (holding a 

fish is not a “tangible object,” as that term is used in 18 U.S.C. § 1519). The 

Supreme Court explained its reasoning to not consider a fish a tangible object in 

this context given the purpose of the statute: “A fish is no doubt an object that is 

tangible; fish can be seen, caught, and handled, and a catch, as this case 

illustrates, is vulnerable to destruction. But it would cut § 1519 loose from its 

financial fraud mooring to hold that it encompasses any and all objects, 
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whatever their size or significance, destroyed with obstructive intent. Mindful 

that in Sarbanes–Oxley, Congress trained its attention on corporate and 

accounting deception and cover-ups, we conclude that a matching construction 

of § 1519 is in order: A tangible object captured by § 1519, we hold, must be 

one used to record or preserve information.”). Id. (Appx0690-691.) 

In Diamond v. Chakrabarty, the Supreme Court was charged with 

deciding whether genetically modified organisms could be patented. 447 U. S. 

303, 317 (1980). The Court held that a categorical rule denying patent 

protection for “inventions in areas not contemplated by Congress . . . would 

frustrate the purposes of the patent law.” Id. at 315. The Court noted that 

Congress chose expansive language to protect a broad range of patentable 

subject matter, including those that had not or could not have been foreseen. Id. 

at 316 (“Congress employed broad general language in drafting § 101 precisely 

because such inventions are often unforeseeable.”). As technology has 

advanced, patent law has historically evolved to accommodate and further 

encourage such advances. See id. at 315. (“[A] statute is not to be confined to 

the ‘particular application[s]…contemplated by the legislators.’”) (quoting Barr 

v. United States, 324 U.S. 83, 90 (1945). 

Plaintiff as the developer, user, and owner of DABUS, is entitled to own 

DABUS’ output under, inter alia, the common law doctrines of accession and 

first possession. See generally Thomas W. Merrill, Accession and Original 

Ownership, JOURNAL OF LEGAL ANALYSIS, 459-505 (2009). In the same way 

that one who owns a tree owns the fruit of that tree, DABUS is personal 
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property owned by Plaintiff and so Plaintiff is entitled to own DABUS’s 

output.4  

If DABUS had been a 3D-printer owned and used by Dr. Thaler, and it 

generated a physical beverage container, Dr. Thaler would own that container 

by virtue of owning DABUS. Similarly, if DABUS invents a new design for a 

beverage container, Dr. Thaler is entitled to own that design and any patents on 

that design. There is no other entity in this case better situated to own the 

Applications than Dr. Thaler. Indeed, Plaintiff owned the Neural Flame and 

Fractal Container as trade secrets prior to publication of the Applications.  

Other countries have considered these issues and found that allowing 

patents on AI-Generated Inventions accomplishes all of the goals of the patent 

system. On June 28, 2021, the South African Companies and Intellectual 

Property Commission granted Dr. Thaler a patent on the South African version 

of the Applications with DABUS listed as the inventor.5 Three days later, the 

Federal Court of Australia, in evaluating the patentability of foreign analogs of 

the Applications under Australian law, held in an extensive reasoned decision 

that 1) AI-Generated Inventions are patentable, 2) an AI can be an inventor for 

purposes of patent law, 3) no entity has a superior claim than Dr. Thaler to the 

inventions created by the AI he created, curates, and controls. Thaler v. 

Commissioner of Patents [2021] FCA 879 issued on 30 July 2021 (¶ 226)  

(available at 

 
4 No party has ever argued as part of this case, or in any jurisdiction, that 
DABUS should have ownership rights.  
5 Patent ZA2021/03242 
(https://iponline.cipc.co.za/Publications/PublishedJournals/E_Journal_July%20
2021%20Part%202.pdf (page 255).  
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https://www.judgements.fedcourts.gove.au/judgements/Judgments/fca/single/20

21fca0879.) The Australian judgment is currently under appeal.6  

The Federal Court of Australia has looked at the issue and made 

conclusions regarding the practical effects of the law whose underlying logic 

applies just as strongly to the USPTO’s decision and the Patent Act in the 

United States.  

The Federal Court of Australia was able to cut to the heart of the matter 

first looking at two distinct questions of “ownership . . . on the one hand, [and] 

the question of who can be an inventor, on the other hand.” Id. at ¶ 12. A 

machine inventor would have no impact on the practical realities of ownership 

of a patent, it would simply create an honest discourse in the patent system.  

The Federal Court of Australia, in looking at terms like inventor, and 

their usual usage to mean a human person, relied on the words of Justice 

Holmes, who explained words are not “crystal[s], transparent and unchanged, 

[but] the skin of a living thought and may vary greatly in colour and content 

according to the circumstances and the time in which [they] are used.” Id. at ¶ 

15 (quoting Towne v Eisner, 245 US 418, 425 (1918) This can be seen in words 

similar to “inventor” where a computer once meant a human who computes, and 

now refers primarily to machines.  

The same nuts and bolts of the analysis apply to the Patent Act here. For 

instance, the word “inventor” as an “agent noun” can refer to any number of 

inanimate things, such as computers and lawnmowers. Id. at ¶ 120. From this, 

 
6 Foreign analogs of the Applications have been denied by the United Kingdom 
Intellectual Property Office, European Patent Office (EPO), and German Patent 
and Trademark Office. However, the United Kingdom and German denials are 
under judicial review, and the EPO denial is under administrative appeal.  
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the Federal Court of Australia determined that “it is consistent with the object of 

the Act to construe the term “inventor” in a manner that promotes technological 

innovation and the publication and dissemination of such innovation by 

rewarding it, irrespective of whether the innovation is made by a human or not.” 

Id. at ¶ 124.  

As the Court found, “it is quite undesirable to preclude a class of 

otherwise patentable inventions from patentability on the basis of an exclusion 

that is not apparent from the express words of the Act. Indeed, that would be the 

antithesis of promoting innovation.” Id. at ¶ 132. The USPTO’s determination 

runs into this exact problem. The Federal Court of Australia was able to resolve 

this issue quite simply, noting that “you would substantively preclude the 

possibility of a patent grant for that invention.” Id. at ¶ 13. As discussed in  

Section this leads to a disincentive to create, in clear contravention of the 

purpose of the Patent Act, which is similar to the one espoused in Australia. See 

id.  

Likewise, the Federal Court of Australia determined that “recognising 

computer inventors and patents on computational inventions could promote 

disclosure and commercialization,” the two other primary goals of the Patent 

Act shared with the Australian law. Id. at ¶ 130. The Court made the common 

sense conclusion that “Without the ability to obtain patent protection, owners of 

creative computers might choose to protect patentable inventions as trade 

secrets without any public disclosure.” Id.   
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D. The Constitutional Avoidance Canon of Construction Supports 

Granting Patents for AI-Generated Innovations 

Article I, Section 8, Clause 8 of the Constitution gives Congress the 

power to “To promote the progress of science and useful arts, by securing for 

limited times to authors and inventors the exclusive right to their respective 

writings and discoveries.” For this reason, the Supreme Court has held that 

“[t]he patent standard is basically constitutional.” Anderson's-Black Rock, Inc. 

v. Pavement Salvage Co., 396 U.S. 57, 61 (1969); See also Application of 

CCPA 967 (1951) (explaining that the constitutional grant of authority to issue 

patents “is the only one of the several powers conferred upon the Congress 

which is accompanied by a specific statement of the reason for it.”).   

The Patent Clause “is both a grant of power and a limitation” on what 

Congress can do. See Graham v. John Deere Co., 383 U.S. 1, 5 (1966). As 

further explained in Graham, “[i]nnovation, advancement, and things which add 

to the sum of useful knowledge are inherent requisites in a patent system which 

by constitutional command must ‘promote the Progress of . . .useful Arts.’ This 

is the standard expressed in the Constitution and it may not be ignored. And it is 

in this light that patent validity requires reference to a standard written into the 

Constitution.” Id. at 6 (internal quotations and citation omitted). In Graham, the 

ultimate ruling was that it would stymy innovation to patent inventions already 

in public domain, but the exact same reasoning that led to this conclusion 

applies here, as holding back patents from AI-Generated Inventions will also 

harm Progress.  
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The only statutory interpretation that is clearly consistent with the 

Founders’ intent is to allow for the ownership of patents in AI-Generated 

inventions. “The canon of constitutional avoidance provides that ‘[w]hen “a 

serious doubt” is raised about the constitutionality of an act of Congress,’ courts 

should ‘first ascertain whether a construction of the statute is fairly possible by 

which the question may be avoided.’” Veterans4You LLC v. United States, 985 

F.3d 850, 860-61 (Fed. Cir. 2021) (citations omitted). The first question is

therefore whether the interpretation of the statute is reasonably possible. As

discussed, supra, Section VI. , at minimum the terms “individual,” “person,”

and related pronouns are ambiguous in the Patent Act.

Allowing patents on AI-Generated Inventions would not upset an existing 

policy, and instead would be in line with the constitutional mandate to 

encourage progress. It would also clarify the permissibility of future patent 

applications rather than retroactively invalidating previously granted patents. By 

contrast, excluding an entire cutting-edge class of inventions from patentability 

would undermine the patent system as warned against by the Supreme Court in 

Diamond v. Chakrabarty, because the “inventions most benefiting mankind are 

those that ‘push back the frontiers of chemistry, physics, and the like.’” 

Diamond v. Chakrabarty, 447 U. S. at 316 (quoting Great A. & P. Tea Co. v. 

Supermarket Corp., 340 U.S. 147, 154 (1950) (Douglas, J., concurring)). Given 

the potential of AI to surpass the limits of human ingenuity, it may even be the 

case that AI-Generated Inventions one day become the primary source of 

innovation. Ryan Abbott, Everything is Obvious, 66 UCLA. L. REV. 2, *8 

(2019). (Appx0691.)  
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VII. CONCLUSION

For the foregoing reasons, this Court should reverse the District Court's

decision and remand the case for further proceedings, or, in the alternative, deny 

the Defendants-Appellees’ motion for summary judgment and grant Plaintiff-

Appellant’s motion for summary judgment.  
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